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DETAILED ACTION 

Applicant's submission filed on August 9, 2006 has been entered. 

Claims 1-57 are pending. 

Claims 1, 54 and 56 currently amended. 

Claims 9 and 17-53 are withdrawn. 

Claims 1-8, 10-16 and 54-57 are examined. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

All previous objections and rejections not set forth below have been withdravm. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-8, 10-16 and 54-57 are rejected under 35 U.S.C. 1 12, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s)5 at the time the application was filed, had possession of the 
claimed invention. This is a new matter rejection. The method as currently claimed requires 
introducing a transgene that overexpresses a nucleic acid molecule encoding a calcium 
dependent protein kinase (CDPK) polypeptide into a plant cell that is susceptible to a disease- 
causing pathogen and regenerating a plant from said plant cell. Introducing a transgene that 
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overexpresses a nucleic acid molecule encoding a calcium dependent protein kinase (CDPK) 
polypeptide into a plant cell that is susceptible to a disease-causing pathogen and regenerating a 
plant from said plant cell does not find support in the specification as filed, and thus constitutes 
new matter. 



Claim Rejections - 35 USC § 102 

Claims 1-8, 10-16 and 54-57 remain rejected under 35 U.S.C. 102(b) as being anticipated 
by Sheen (WO 98/26045, published 18 June 1998), for the reasons of record. 

Applicant's arguments filed August 9, 2006 have been fully considered but they are not 
persuasive. 

Applicant maintains that the rejection should be withdrawn because the cited reference 
fails to teach or suggest this step of introducing the nucleic acid molecule into a plant cell that is 
"susceptible to a disease-causing pathogen", and accordingly, does not anticipate claim 1. 
Applicant also maintains that, to anticipate claim 1, WO 98/26045 each must disclose every 
limitation of the claimed method, either explicitly or inherently, and asserts that it is not inherent 
in the disclosure of WO 98/26045 that the plant cells used for the transformation experiments 
were either susceptible to a disease causing pathogen or would become resistant to a disease- 
causing pathogen upon introduction of the nucleic acids falling within the scope of claim 1 . 
Applicant points out that the cited reference is silent on these issues, and there is no evidence 
indicating that plant cells susceptible to disease-causing pathogens are necessarily present. 
Applicant also points out that the mere possibility that WO 98/26045 might be understood by 
one of skill in the art to disclose plant cell susceptible to a disease-causing organism is 
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insufficient to show that it is inherently disclosed in the reference. WO 98/26045 does not satisfy 
the standard for inherency, (reply page 13) 

With respect to Applicant's argument that it is not inherent in the disclosure of WO 
98/26045 that the plant cells used for the transformation experiments were susceptible to a 
disease causing pathogen, the Examiner maintains that it is inherent, as it was known in the art at 
the time of filing that plant cells are inherently susceptible to plant pathogens, including the cells 
of plant species disclosed by Sheen, i.e. cruciferous plants, maize and tomato. 

See, for example, Agrios G.N. (Plant Pathology, Fourth Edition, 635 pp. New York, 
USA: Academic Press, 1997), who defines disease in plants as a series of invisible and visible 
responses of plant cells and tissues to a pathogenic microorganism that result in changes in the 
form, fiinction or integrity of the plant (page 4). Agrios G.N. also teaches that tens of thousands 
of diseases affect cultivated plants, and that on the average, each kind of crop plant can be 
affected by a hundred or more plant diseases (pages 4-5). Agrios G.N. additionally teaches 
examples of diseases affecting the plant species disclosed by Sheen, cruciferous plants, maize 
and tomato (page 29 Table 1-1; page 30 Table 1-2; page 249 lines 29-30 and 33; pages 433-434 
and Figure 12-26; page 519 column 1 first paragraph). 

Further, the method as disclosed does not require that nucleic acids falling within the 
scope of claim 1 be introduced into a plant cell that is susceptible to a disease-causing pathogen; 
the method as disclosed requires only that nucleic acids falling within the scope of claim 1 be 
introduced into a plant cell (page 2 lines 1-18; page 6 lines 21-25; pages 22-24; pages 26-28). 

With respect to Applicant's argument that it is not inherent in the disclosure of WO 
98/26045 that the plant cells used for the transformation experiments would become resistant to a 
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disease-causing pathogen upon introduction of the nucleic acids falling within the scope of claim 
1, the Examiner maintains that it is inherent, as the specific effect claimed is presumed to be 
mediated by an inherent function of the CDPK polypeptide expressed in the plant cell, since all 
that is technically required to practice the claimed invention is the transformation of a plant with 
a nucleic acid molecule encoding a calcium dependent protein kinase (CDPK) polypeptide of 
SEQ ID N0:1 or having 95% identity to SEQ ID NO: 1, with the subsequent expression of the 
polypeptide occurring as a consequence of said transformation step. Further, the specific effect 
claimed is disclosed as being mediated by expression of the CDPK polypeptide (for example at 
page 2 lines 1-7; page 3 lines 10-12 and 22-24; page 4 lines 10-13 and 22-26; page 10 lines 10- 
12). In this regard it is noted that the claimed method is technically indistinguishable from the 
method taught by Sheen, as both the claimed method and the method taught by Sheen require 
only transforming a plant with a nucleic acid molecule encoding a calcium dependent protein 
kinase (CDPK) polypeptide of SEQ ID N0:1 or having 95% identity to SEQ ID N0:1, with the 
subsequent expression of the polypeptide occurring as a consequence of said transformation step. 

See Integra Life Sciences I Ltd. v. Merck KGaA, 50 USPQ2d 1846 (DC SCalif, 1999) 
which teaches that a reference teaching a process may anticipate claims drawn to a method 
comprising the same process steps, despite the recitation of a different intended use in the 
preamble or the later discovery of a particular property of one of the starting materials or end 
products. See also Ex parte Novitski, 26 USPQ2d 1389 (Bd. Pat. App. & Inter. 1993), which 
teaches that a reference teaching a claimed process, wherein one of the claimed properties of a 
product used in the prior art process is inherent but undisclosed by the reference, may be 
properly appHed as art against the claimed process. 
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The rejected claims recite no technical features that distinguish Applicant's claimed 
method from the method taught by Sheen, and the claimed method relies on the use of 
compositions (calcium dependent protein kinase and plant cell that is susceptible to a disease- 
causing pathogen) that are distinguished from the prior art compositions on the basis of inherent 
functional characteristics. Accordingly, the claimed invention is anticipated by the prior art 
reference. 



Remarks 

No claim is allowed. 

Any inquiry conceming this communication or earUer communications from the 
examiner should be directed to Cynthia Collins whose telephone number is (571) 272-0794. The 
examiner can normally be reached on Monday-Friday 8:45 AM -5:15 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on (571) 272-0975. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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